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PATENT 
103095-41585 



IN THE t 



In re the Patent Application of: 
Rosen etal. 



STATES PATENT AND TRADEMARK OFFICE 

Art Unit : 1711 



Serial No. 

Filed 

Title 



Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



10/661,268 

September 12, 2003 

NOVEL MONOFUNCTIONAL 
POLYETHYLEN E fll YCOL ALDEHYDES: 



Examiner : S. Witherspoon 



RESPONSE AND TERMINAL DISCLAIMERS 

Dear Sir: 

This paper is being filed in response to my telephone conversation with the 
Examiner on March 7, 2005. 

At the outset, Applicants Attorney wishes to thank the Examiner for the 
telephone conversation of March 7, 2005. During said telephone conversation the 
Examiner requested that Terminal Disclaimers be filed in this Application with respect 
to Serial Number 10/431,294 and Serial Number 10/715,607/ The Examiner indicated 
that with these Terminal Disclaimers, Claims 60-63 will be allowed. 

As discussed during this telephone conversation, Claims 60-63 constitute the 
elected invention in this Application. Therefore, the Examiner is authorized, if he 
considers Claims 60-63 to be a separate invention, to cancel all other claims in this 
Application. 
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Correspondence and Fees 

Please charge Deposit Account Number 03-3839 in tne amount of One Hundred 
Thirty Dollars ($130.00) for payment of the Terminal Disclaimer Fee under 37 C.F.R. 
§i.20(d). No additional fees are believed to be necessitated by the instant response. 
However, should this be in error, authorization is hereby given to charge Deposit 
Account no. 03-3839 for any underpayment, or to credit any overpayments. 

Please address all correspondence to the correspondent address for Customer 
No. 26345. Telephone calls should be made to William H. Epstein at (973) 596-4607 
and facsimile communications should be sent directly to him at 973-639-6397- 

Respectfully submitted, 

William H, Epstein 
Attorney for Applicant(s) 
Registration No. 20,008 

Gibbons, Del Deo, Dolan, 

Griffinger & Vecchione, P.C. 
One Riverfront Plaza 
Newark, New Jersey 07102 
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PATENT 

103095-41585 



TN THE UNITED STATES PATKNT AND TR ADEMARK OFFICE 



In re the Patent Application of: 
Rosen et al. 



Art Unit : 1711 



Serial No. 



10/661,268 



Examiner : S. Witherspoon 



Filed 



September 12, 2003 



Title 



NOVEL MONOFUNCTIONAL 

POT YFTHYT , FNF fll YCOL ALDEHYDES 



Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 

Terminal Disclaimer To Obviate A Double Patenting 
Rejection Over A Pending Second Application Serial Number 10/431,294 

Sun Bio, Inc., a corporation having a principal place of business at 57 Claremont 
Avenue, Orinda, California 94563, the owner of 100% interest in the instant application 
Serial Number 10/661,268, filed September 12, 2003, as assignee of the entire right, title 
and interest in and to the said application and in and to any and all Letters Patent of the 
United States which may issue from said application, hereby disclaims, except as 
provided below, the terminal part of the statutory term of any patent granted on the 
instant application, which would extend beyond the expiration date of the full statutory 
term defined in 35 U.S.C. 154 to 156 and 173, as shortened by any terminal disclaimer 
filed prior to the grant of any patent granted on pending second Application Number 
10/431,294, filed May 7, 2003, of any patent on the pending second application. The 
owner hereby agrees that any patent so granted on the instant application shall be 
enforceable only for and during such period that it and any patent granted on the second 
application are commonly owned. This agreement runs with any patent granted on the 
instant application and is binding upon the grantee, its successors or assigns, 

In making the above disclaimer, the owner does not disclaim the terminal part of 
any patent granted on the instant application that would extend to the expiration date of 
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the full statutory term as defined in 35 U.S.C. 154 to 156 and 173 of any patent granted 
on the second application, as shortened by any terminal disclaimer filed prior to the 
patent grant, in the event that any such granted patent: expires for failure to pay a 
maintenance fee, is held unenforceable, is found invalid by a court of competent 
jurisdiction, is statutorily disclaimed in whole or terminally disclaimed under 37 CFR 
1.321, has all claims canceled by a reexamination certificate, is reissued, or is in any 
manner terminated prior to the expiration of its full statutory term as presently 
shortened by any terminal disclaimer filed prior to its grant. 



Check either box 1 or 2 below, if appropriate. 



1. 



□ 



For submissions on behalf of an organization (e.g., corporation, partnership, university, 
government agency, etc), the undersigned is empowered to act on behalf of the organization. 



2. 



The undersigned is an attorney or agent of record. 



Signature Date 

William H. Epstein 
Registration No. : 20,008 




Terminal Disclaimer Fee under 37 CFR 1.20(d) included 
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PATENT 
103095-41585 



In re the Patent Application of: 
Rosen et al. 



IN THE UNITED STATES PATEN T AND TRADEMARK OFFICE 

Art Unit : 1711 

Serial No. : 10/661,268 

Filed : September 12, 2003 

Title : NOVEL MONOFUNCTIONAL 
POLYETHYLENE GLYCOL ALDEHYDES 



Examiner : S. Witherspoon 



Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



Terminal Disclaimer To Obviate A Double Patenting 
Rejection Over A Pending Second Application Serial Number 10/715,607 

Sun Bio, Inc., a corporation having a principal place of business at 57 Claremont 
Avenue, Orinda, California 94563, the owner of 100% interest in the instant application, 
Serial Number 10/661,268, filed September 12, 2003, as assignee of the entire right, title 
and interest in and to the said application and in and to any and all Letters Patent of the 
United States which may issue from said application, hereby disclaims, except as 
provided below, the terminal part of the statutory term of any patent granted on the 
instant application, which would extend beyond the expiration date of the full statutory 
term defined in 35 U.S.C. 154 to 156 and 173, as shortened by any terminal disclaimer 
filed prior to the grant of any patent granted on pending second Application Number 
10/715,607, filed November 18, 2003, of any patent on the pending second application. 
The owner hereby agrees that any patent so granted on the instant application shall be 
enforceable only for and during such period that it and any patent granted on the second 
application are commonly owned. This agreement runs with any patent granted on the 
instant application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of 
any patent granted on the instant application that would extend to the expiration date of 
the full statutory term as defined in 35 U.S.C. 154 to 156 and 173 of any patent granted 
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on the second application, as shortened by any terminal disclaimer filed prior to the 
patent grant, in the event that any such granted patent: expires for failure to pay a 
maintenance fee, is held unenforceable, is found invalid by a court of competent 
jurisdiction, is statutorily disclaimed in whole or terminally disclaimed under 37 CFR 
1.321, has all claims canceled by a reexamination certificate, is reissued, or is in any 
manner terminated prior to the expiration of its full statutory term as presently 
shortened by any terminal disclaimer filed prior to its grant. 
Check either box 1 or 2 below, if appropriate. 

1. □ For submissions on behalf of an organization (e,g., corporation, partnership, university » 

government agency, etc), the undersigned is empowered to act on behalf of the organizatioa 

2. [Y] lhe undersigned is an attorney or agent of record. 

Signature ' "~ Date 
William H. Epstein 
Registration No. : 20,008 

I I Terminal Disclaimer Fee under 37 CFR 1.20(d) included 
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Gibbons, Del Deo, Dolan, Griffinger & Vecchione 

a professional corporation 
attorneys at law 

one riverfront plaza 
newark, n.j. 07102-5496 



OFFICE: (973)596-4500 
TELECOPY: (973)596-0545 

Telecopy Cover Sheet 

TELECOPY NUMBER: 1 -571 -273-0649 CONTACT NUMBER: 

PLEASE DELIVER THE FOLLOWING PAGES TO: 

NAME: Examiner S. Witherspoon 

FROM: William H, Epstein, Registration Number 20,008 

RE: 1Q3Q95 - 41585 DATE: March 7,2005 

Client Matter 



TOTAL NUMBER OF PAGES TRANSMITTED, INCLUDING THIS SHEET: »jCf 
TRANSMITTED BY: TIME OF TRANSMISSION: 



MESSAGE: 


Serial Number 


: 10/661,268 


Filed 


: September 12, 2003 


Art Unit 


: 1711 


Examiner 


: S. Witherspoon 


Title 


; Novel Monofuuctional Polyethylene Glycol Aldehydes 



♦♦♦CONFIDENTIALITY NOTE« # 

The documents accompanying this telecopy transmission contains rofoiraation from the law firm of Gibbons, Del Deo, Dolan, 
Griffinger & Vecchione which is confidential and/or legally privileged. The information is intended only for the use of the 
individual or entity named on this transmission sheet. If you arc not the intended recipient, you are hereby notified that any 
disclosure copying, distribution or the taking of any acUon in reliance on the contents of this telecopied information is strictly 
prohibited and that the documents should be returned to this arm immediately. In this regard, if you have received this telecopy 
in error, please notify us by telephone immediately so that we can arrange for the return of the original documents to us at no cost 
to you. 

IF YOU DO NOT RECEIVE ALL OF THE PAGES INDICATED ABOVE, PLEASE CALL US AS SOON AS POSSIBLE 
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PTO/SB/97 (09*4) 
Approved for use through 07/31/2006. OMB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1&95. no persons are required to respond to a collection of information unless it contains a valid OM9 control number. 



Certificate of Transmission under 37 CFR 1.8 



I hereby certify that this correspondence is being facsimile transmitted to the United 
States Patent and Trademark Office 



zoo . 



on_ _ 

Date 




Signature 
William H. Epstein 



Typed or printed name of person signing Certificate 



20,008 973-596-4607 



Registration Number, if applicable Telephone Number 

Attached please find: 

1. Response (2 pga.) 

2. Two (2) Executed Terminal Disclaimers (4 pgs.) 



Note: Each paper must have its own certificate of transmission, or this certificate 
must identify each submitted paper. 



This collection of Information Is requtod by 37 CFR 1.8. The Information Is required to obtain or retain a benefit by the public which is to tie (and by the USPTO to 
J^^p^Z, Cc^enUty to governs* by 35 U.S.C. 122 and 37 CFR 1.11 and 114. This collection Is estimated I to take > 1.6 minutes J^Plete 
£dudlno gathering, preparing, and submitting the completed application form to the USPTO. Time win vary depending upon^ Individual case. Any comrnentB > on 
^.Zntof tim? youWlre to completers form and/or suggestions for reducing this burden, should 

Trademark Office. U.S. Department ofCornmerce, P.O. Box 1450, Alexandria. VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commteslonor for Patents, P.O. Box 1460, Alexandria, VA22313-1450. 

ft you need assistance In completing the form, caff 1-300-PTO-9 199 and select option Z 
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[ TRANSMITTAL 
FORM 

(to ba used tor an comsporriencv after initial IHtng) 


Application Number 


10/681,268 i 


Filing Date 


September 12. 2003 


First Named Inventor 


Perry Rosen 


Art Unit 


1711 


Examiner Name 


W. Wltrwrsooon 




Attorney Docket Number 


103095-415B5 J 



ENCLOSURES {Chech all that apply) 



□ 
□ 



□ 
□ 
□ 

□ 
□ 



Fee Transmittal Form 
EH Fee Attached 

Amendment/Reply 

[Zl After Final 

□ Affldavtts/declaration(s) 

Extension of Time Request 

Express Abandonment Request 

Information Disclosure Statement 



Certified Copy of Priority 
Documents) 

Reply to Missing Parts/ 
Incomplete Application 

□ Reply to Missing Parts 
under 37 CFR 1.52 or 1.63 



□ Drawing (s) 

□ 

Llcenslng-related Papers 

□ 
□ 
□ 
□ 
□ 
□ 



Petition 

Petition to Convert to a 
Provisional Application 
Power of Attorney, Revocation 
Change of Correspondence Address 

Terminal Disclaimer 

Request for Refund 

CD, Number of CD(s) t 

| | Landscape Table on CD 



n 
□ 

□ 
□ 



After Allowance Communication to TC 

Appeal Communication to Board 
of Appeals and Interferences 

Appeal Communication to TC 
(Appeal Notice, Brief, Reply Brief) 



Proprietary Information 

| I Status Letter 

0 Other Enclosure^) (please Identify 
below): 

Two (2) Executed Terminal Disclaimers; 
Response. 



Remarks 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm Name 



Gibbona. Del Deo, Colon, Grfffinger & Voochione 



Signature 



4 

William R Epstein 



Printed name 



Date 



j Reg. No. J 



20,008 



CERTIFICATE OF TRANSMISSION/MAILING 



I hereby certify that this correspondence is being facsimile transmitted to the US PTO or deposited with the United States Postal £ertf«wnri 
sufficient postage as first class mail In an envelope addressed to: Commissioner for Patents. P.O. Box 1450, Alexandria, VA 22313-1450 on 
the date shown below: 



Signature 



\ [yped 



or printed name 



Date 



Thi* collection of information b required by 37 CFR 1 .5. The information Is required to obtain or retain e benefit by the public which is to fila {and by the USPTO to 
l^^Tn^L^. Confidently i* governed by 35 U.S.C. 122 and 37 CFR 1.11 and1.14. Thla^tecton Is eBtirnatodJ lo 2 hour* tot ^eie Mring 
gaSerino. preparing, and aubmrtting the completed application form to the USPTO. Time will vary jtopending upon ^.^^S^^rT^ p^ R ^«nd 
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief litormaton j^cer. U.S. fa"™. a™ 
TnXna* Office^ DepaZLTof Commerce. P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
address. SEND TO: Commissioner for Patents, P.O. Box 1460, Alexandria, VA 2231 3-14S0. 

tf you need assistance In completing the form, call 1-800-PTO-9199 and select option 2. 
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PTO/SB/17 (12-04) 
Approved for use through 07/31/2006. OMB 0651-0032 
U.S P«tent end Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Par rfuwnrfc Reduction Art of 1 nn oaranna urn mouirml tn riemrind tn » cotorHnn nf infnm wtinn t,nh»en n dfcnfrv a vM OMR mnfrnl m»mhnr 



Effective on 12AW2Q04. 
Fees pursuant to the Ccnsoadatad Appropriations Act 2005 CH R. 48181 

FEE TRANSMITTAL 

For FY 2005 



ILZJ1 Applicant claims small entity status. See 37 CFR1.27 



TOTAL AMOUNT OF PAYMENT ($) 130.00 



Complete if Known 



Application Number 



Filing Date 



first Named Inventor 



Examiner Name 



Art Unit 



Attorney Docket No. 



10/661,268 



September 12. 2003 



Perry Rosen 



W. Witherspoon 



1711 



103095-41565 



METHOD OF PAYMENT (check all that apply) 



n Check O Credit Card QlVfoney Order CD None 0 Other (please identify): 

f*l Deposit Account Deport Account Number 03-3839 Deposit Account Name; Gibbons 



For the above-identified deposit account, the Director Is hereby authorized to: (check all that apply) 

pi Charge fee(s) Indicated below [j[ Charge tee(s) indicated betow, except for the filing fee 

J^J Charge any additional fee{s£or underpayments offers) Q^olt any overpayments 

WARNING: Infermitfoif wPthte torn Say become pubBc. Credit card Information ahoukJ not be Included on thla fotm. Provide credit card 
Information and authorization on PTO-2C36. 



FEE CALCULATION 



1. BASIC PILING, SEARCH, AND EXAMINATION FEES 



Application Type 



FILING FEES 

Small EntltY 



SEARCH FEES 

SrnailEnflJy. 
£eeJH food) 



EXAMINATION FEES 
Small Entity 
£ee£l Foe ft) 



Utility 


300 


150 


500 


250 


200 


100 


Design 


200 


100 


100 


50 


130 


65 


Plant 


200 


100 


300 


150 


160 


80 


Reissue 


300 


150 


500 


250 


600 


300 


Provisional 


200 


100 


0 


0 


0 


0 



2. EXCESS CLAIM FEES 
Fee Description 

Each claim over 20 or, for Reissues, each claim over 20 and more than in the original patent 



small Entity 

fee (Si Fes (SI 



50 



DaCn Claim UVCr XU UI, 1UM I\tlOOUVJ, wavii waiiu vtw »• ' o- — r 

Each independent claim over 3 or, for Reissues, each independent claim more than in the original patent 200 
Multiple dependent claims j 
Total Claims Extra Claims fee f S) FWPW (ti MhMpI? Pmn^C|fllm» 

-20 or HP- x = FeetS, FfHrPfljd (W 



25 
100 
180 



Fan Paid ffl 



HP = highest number of total daim* paid for, If greater than 20 
Indoo. Claims E^qalrns EmJH 

- 3 or HP = x ° 

HP = highest number of Independent ctoJm* paid tor, If greater than 3 

3. APPLICATION SIZE FEE . . ^ j . +^,+^ cc „ 

If the specification and drawings exceed 100 sheets of paper, the application size fee due is $250 ($125 tor small entity; 
for each additional 50 sheets or fraction thereof: See 35 U.S.C. 4 l(aXl)(G) and 37 CFR 1.16(s). 
Total Sheets Extra Sheets lumbar of eaeh additional 50 or fraction thereof Efi&iU FwPaldfi , ) 
-100= /50« (round up to a whole numbed x * 

4. OTHER FEE(S) 

Non-English Specification, $130 fee (no small entity discount) 
Other; (2) Two Terminal Disclaimer Filing Fee 



130.00 



Signature 


a /i AY/7 ^ f — SSSSKLT 20,00s 


Telephone 973-596-4500 









USPTOto proceed) ™'ap^ to flovemed by 35 U.S.C. 122 and 37 CFR U4. Thla collection \% ettimated I to ^^."^^~^^ 

including ga^ering preparing, and eubmmJng the completed application form to tho USPTO. Tfrno wi hwy ^^^^^t^^VT^ 
on the arnount of time you require 10 compiem this form and/br euggcatlon* for reducing thl» burden, "fc*^* J 1 "*^ 

and Trademark Office U.S. Department of Commerce, P.O. Bex 1450. Alexandria, VA 22313-1450. 00 NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1460, Alexandria, VA 22313-1450. 

if you need assistance tn completing the form, call 1-8Q0-PTO9199 end select optmn 2. 
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